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DETAILED ACTION 

1. The applicants amended claims 1-7, 9, 13-14, and 17-18 and canceled claim 16 
in the amendment filed on 12/8/06. 

Claims 1-15 and 17-18 are pending. 

Response to Arguments 

2. Applicant's arguments filed on 12/8/06 have been fully considered but they are . 
not persuasive. 

A. The applicants argue that Lai does not teach or suggest an index file in the 
form of a self-describing document in accordance with the document-type definition file . 

The examiner respectfully traverses. Lai discloses XML tags as being metadata. 
For example, <author> tags tells that data within the tag, that is <author>...</author>, 
will be an author's name (lines 30-38 in col. 4 and line 62 in col. 1 thru line 18 in col. 2). 
Thus, the XML tags are self-describing. Lai discloses a Document Type Definition 
(DTD) used to specify a schema XML data including XML tags (fig. 5 and lines 19-30 in 
col. 2). Thus, the DTD is in the form of a self-describing document Lai discloses two 
types of indexes (a hash table index and a tree index) generated based on XML 
documents and a DTD file (fig. 7). Lai discloses the indexes containing XML tags and 
reflecting the basic structure of the XML document and the DTD associated with the 
XML document (lines 17-27 in col. 5, fig. 8, and fig. 9). Therefore, Lai teaches an index 
file in the form of a self-describing document in accordance with the document-type- 
definition file. 
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In response to applicant's arguments against the references individually, one 
cannot show honobviousness by attacking references individually where the rejections 
are based on combinations of references. See In re Keller, 642 F.2d 413, 208 
USPQ 871 (CCPA 1981); In re Merck & Co,, 800 F.2d 1091, 231 USPQ 375 (Fed. Cir. 
1986). 

In response to applicant's argument that there is no suggestion to combine the 
references, the examiner recognizes that obviousness can only be established by 
conribining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988)and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Anderson 
discloses indexing of captured data (i.e., images and related data)(sections 60-69 on 
pages 2-3, sections 85-97 on pages 6-7, section 131 on page 9, and sections 238-245 
on pages 14-15). Lai also discloses indexing of data (i.e., XML) (lines 17-27 in col. 5, 
fig. 8, and fig. 9). Anderson discloses the captured data (i.e., check value, payee, date, 
check number, etc.) are in XML (sections 1089-1092 on page 56 and section 1 107 on 
page 56). Anderson does not explicitly disclose indexing of XML data. However, Lai 
teaches indexing of XML data, wherein an index file is in the form of a self-describing 
document in accordance with the document type definition file (figs. 4, 5, 7, and 9, lines 
1-49 in col. 2, lines 30-38 in col. 4, line 64 in col. 4 thru line 35 in col. 5) in order to 
effectively search data in XML (lines 31-44 and lines 60-64 in col. 2). Therefore, based 
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on Anderson in view of Lai, it would have been obvious to one having ordinary skill in 
the art at the time the invention was made to utilize the teaching of Lai to the system of 
Anderson in order to effectively search data in XML. 

"Test of obviousness is not whether features of secondary reference may be 
bodily incorporated into primary reference's structure, nor whether claimed invention is 
expressly suggested in any one or all of references; rather, test is what combined 
teachings of references would have suggested to those of ordinary skill in art ." In 
re Keller, Terry, and Davies, 208 USPQ 871 (CCPA 1981). 

"Reason, suggestion, or motivation to combine two or more prior art 
references in single invention may come from references themselves , from 
knowledge of those skilled in art that certain references or disclosures in references 
are known to be of interest in particular field, or from nature of problem to be solved ;" 
Pro-Mold and Tool Co. v. Great Lakes Plastics Inc. U.S. Court of Appeals Federal 
Circuit 37 USPQ2d 1626 Decided February 7. 1996 Nos. 95-1171. -1181. 

Double Patenting 

3. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g.. In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Long!, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937. 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

4. Claims 1 and 5 are provisionally rejected on the ground of nonstatutory 
obviousness-type double patenting as being unpatentable over claim 49 of co-pending 
Application No. 10/714,121 . Although the conflicting claims are not identical, they are 
not patentably distinct from each other because of following reasons: 

Claim 49 of Patent Application No. 10/714,121 contain(s) every element of claims 
1 and 5 of the instant application and thus anticipate the claim(s) of the instant 
application. Claims of the instant application therefore are not patently distinct from the 
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earlier patent claims and as such are unpatentable over obvious-type double patenting. 
A later patent/application claim is not patentably distinct from an earlier claim if the later 
claim is anticipated by the earlier claim. 

"A later patent claim is not patentably distinct from an earlier patent claim if the 
later claim is obvious over, or anticipated by, the earlier claim. In re Longi, 759 F.2d at 
896, 225 USPQ at 651 (affirming a holding of obviousness-type double patenting 
because the claims at issue were obvious over claims in four prior art patents); In re 
Berg, 140 F.3d at 1437. 46 USPQ2d at 1233 (Fed. Cir. 1998) (affirming a holding of 
obviousness-type double patenting where a patent application claim to a genus is 
anticipated by a 35 patent claim to a species within that genus). " ELI LILLY AND 
COMPANY V BARR LABORATORIES. INC., United States Court of Appeals for the 
Federal Circuit, ON PETITION FOR REHEARING EN BANC (DECIDED: May 30, 
2001). 

"Claim 12 and Claim 13 are generic to the species of invention covered by claim 
3 of the patent. Thus, the generic invention is "anticipated" by the species of the 
patented invention. Cf., Titanium Metals Corp. v. Banner, 778 F.2d 775, 227 USPQ 773 
(Fed. Cir. 1985) (holding that an earlier species disclosure in the prior art defeats any 
generic claim) 4. This court's predecessor has held that, without a terminal disclaimer, 
the species claims preclude issuance of the generic application. In re Van Ornum, 686 
F.2d 937, 944, 214 USPQ 761. 767 (CCPA 1982); Schneller, 397 F.2d at 354. 
Accordingly, absent a terminal disclaimer, claims 12 and 13 were properly rejected 
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under the doctrine of obviousness-type double patenting." (In re Goodman (CA FC) 29 
USPQ2d 2010 (12/3/1993). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 1-15 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Anderson et al. (U.S. Publication No. 2004/0015566) in view of Lai 
(U.S. Patent No. 6,684.204). 

With respect to claim 1 , Anderson teaches a document processing system 
having at least one computer running system software that interfaces with transport 
hardware to provide document control and capture document images and document 
data in various formats, wherein an image file stores a plurality of captured document 
images for subsequent retrieval on an individual basis, the system including a computer 
readable storage medium storing the system software (sections 60-69 on pages 2-3, 
sections 85-97 on pages 6-7, section 131 on page 9, and sections 238-245 on pages 
14-15). Anderson teaches instructions for indexing the image file by creating an index 
file containing indexing data for the captured document images (sections 60-69 on 
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pages 2-3, sections 85-97 on pages 6-7, section 131 on page 9. and sections 238-245 
on pages 14-15). Anderson teaches data for the captured document images are in XML 
(sections 1089-1092 on page 56 and section 1 107 on page 56). Anderson does not 
explicitly disclose the index file being in the form of a self-describing document. 
However, Lai teaches the index file being in the form of a self-describing document 
wherein elements describe the indexing data for the captured document images to allow 
subsequent retrieval of the captured document images on an individual basis (figs. 4, 5, 
7, and 9, lines 1-49 in col. 2, lines 30-38 in col. 4, line 64 in col. 4 thru line 35 in col. 5) in 
order to effectively search data in XML (lines 31-44 and lines 60-64 in col. 2). 
Therefore, based on Anderson in view of Lai, it would have been obvious to one having 
ordinary skill in the art at the time the invention was made to utilize the teaching of Lai to 
the system of Anderson in order to effectively search data in XML. 

With respect to claims 2-4, Lai teaches wherein the index file follows a 
predetermined set of rules for making the index valid, the predetermined set of rules is 
set forth in a document type definition, and the index file is in accordance with 
extensible markup language (XML) (figs. 4, 5, 7. and 9, lines 1-49 in col. 2, lines 30-38 
in col. 4, line 64 in col. 4 thru line 35 in col. 5). Therefore, the limitations of claims 2-4 
are rejected in the analysis of claim 1 above, and these claims are rejected on that 
basis. 

The limitations of claims 5-8 are rejected in the analysis of claims 1-4 above 
respectively, and these claims are rejected on that basis. 
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The limitations of claims 9-12 are rejected in the analysis of claims 1-4 above 
respectively, and these claims are rejected on that basis. 

With respect to claim 13, Anderson teaches capturing image data in an imaging 
subsystem of the document processor (sections 60-69 on pages 2-3, sections 85-97 on 
pages 6-7, section 131 on page 9, and sections 238-245 on pages 14-15). Anderson 
teaches indexing the captured image data by creating an index file containing indexing 
data for the captured image data to allow subsequent retrieval of the captured image 
data on an individual basis (sections 60-69 on pages 2-3, sections 85-97 on pages 6-7, 
sections 130-131 on page 9, and sections 238-245 on pages 14-15). Anderson teaches 
data for the captured document images data are in XML (sections 1089-1092 on page 
56 and section 1 107 on page 56). Anderson does not explicitly disclose the index file 
being created in accordance with a document type definition file. However, Lai teaches 
indexing of XML data, wherein an index file being created in accordance with a 
document type definition file (figs. 4, 5, 7, and 9, lines 1-49 in col. 2, lines 30-38 in col. 
4, line 64 in col. 4 thru line 35 in col. 5) in order to effectively search data in XML (lines 
31-44 and lines 60-64 in col. 2). Lai also teaches establishing a document-type 
definition file that sets forth a set of rule for creating a valid index file in the form of a 
self-describing document, the document type definition file declaring a plurality of 
elements for describing indexing data (fig. 5). Therefore, based on Anderson in view of 
Lai, it would have been obvious to one having ordinary skill in the art at the time the 
invention was made to utilize the teaching of Lai to the system of Anderson in order to 
effectively search data in XML. 
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With respect to claim 14, Lai teaches the plurality of element declarations 
includes first elements related to selected parameters of the document processing 
system and second elements related to selected parameters of each document that is 
processed (figs. 4, 5, 7, and 9, lines 1-49 in col. 2, lines 30-38 in col. 4, line 64 in col. 4 
thru line 35 in col. 5). The limitations of claim 14 are rejected in the analysis of claim 13 
above, and the claim is rejected on that basis. 

With respect to claim 15, Anderson teaches storing the image data and 
associated index file in storage means of the document processor (sections 60-69 on 
pages 2-3, sections 85-97 on pages 6-7, section 131 on page 9, and sections 238-245 
on pages 14-15). 

With respect to claims 1 7-18, Lai teaches the document-type definition file 
includes a plurality of attributes associated with selected ones of the plurality of 
elements, the association being set forth in an attribute declaration list and the 
document-type definition file is created in accordance with extensible markup language 
(XML) (figs. 4, 5, 7, and 9, lines 1-49 in col. 2, lines 30-38 in col. 4, line 64 in col. 4 thru 
line 35 in col. 5). The limitations of claims 17-18 are rejected in the analysis of claim 14 
above, and these claims are rejected on that basis. 

Conclusion 

7. Applicant's amendment necessitated the new.ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
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§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

8. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Joon H. Hwang whose telephone number is 571-272- 
4036. The examiner can normally be reached on 9:30-6:00(M'^F). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Hosain T. Alam can be reached on 571-272-3978. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Joon Hwang ^ 
Patent Examiner 
Technology Center 2100 
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